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C. Department of Revenue v. Kurth Ranch, 511 U.S. 767 (1994)
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USPTO Breaks Last Ties With Russia's Patent Office

By Andrew Karpan - @ Listen to article Ukrainian Patent Office Presses On, With International Support

Law360 (March 22, 2022, 7:33 PM EDT) -- The U.S. Patent and Trademark Office said Tuesday
that it has officially broken all engagement with various equivalent agencies in Russia and warned

Just shy of a week after Russia launched its invasion of Ukraine, the Ukrainian Institute of

_ , * _ Intellectual Property — better known as Ukrpatent — said it was operating full time and "providing
applicants that even paying the Russian patent office to conduct prior art searches "may prevent

. . . L all the necessary functions" to protect intellectual property.
successful processing of international applications.

The move comes a little over two weeks after the patent office said it suspended communication  ™Main divisions of the enterprise carry out the reception and processing of applications for

with Russia's federal patent and trademark agency, known as Rospatent, in response to "the intellectual property ensuring the availability of relevant information resources and state

events unfolding in Ukraine." The break-off also includes the Eurasian Patent Organization — a registers," Director General Andrew Kudin said in the March 1 statement. "Our employees make
Russia-based international patent agency — and the national intellectual property office of significant efforts for securing the stability in operation of the enterprise.”

Belarus.

During March, Ukrpatent has received letters of support from the patent agencies of Lithuania,

The latest move from the patent office added guidance targeted at patent filers who might be Finland, Austria, Slovakia, Poland and the European Union
using Rospatent as a low-cost international search authority. For the past decade, the country's
patent office had been promoted as a low-cost alternative when it comes to fees charged for

prior art searches.

"Applicants filing international applications under the Patent Cooperation Treaty are advised to
exercise caution before selecting Rospatent as an international searching authority or
international preliminary examining authority," the patent office said in a press release.
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Uncertainty Clouds Attys' Strategies For Pursuing IP In Russia

Law360 (April 13, 2022, 3:58 PM EDT)

In March, Russia made a decree that opens the possibility of allowing IP from a broad list of
"unfriendly countries"” to be used without compensation to the owner, and the Russian prime
minister has allowed branded products to be imported without the brand owner's permission or

any payment offered.

There have been several trademark applications from individual citizens and companies copying
major Western brands like McDonald's and Starbucks. In addition, the equivalent to a trial-court-
level judge in Kirov in March refused to enforce trademarks for the British children's show "Peppa
Pig" specifically because of the "restrictive" political and economic sanctions placed on Russia.

Trademark prosecution is relatively inexpensive, Gerben said, so there's a sense of "why not?" If
anything, he said the increase in gray-market goods cleared by the prime minister strengthens the
need for trademark protection in the long term. Delays may also lead to Russian entities getting
trademark registrations for company names or logos in the hopes of getting paid to hand them

over, he said.

Trademark registrations can also be canceled in Russia if there are no products sold or services
provided involving them for three years, Lisovenko said as a caution for companies that have

pulled out of Russia, noting that similar laws apply across a range of countries.

"Those well-known Western companies that decided to leave the country should take this fact
into account and clearly realize that even if they are not present in the Russian market, their
products should be imported to Russia to secure the possibility of maintaining exclusive rights," he

said.

Patents, however, are more complicated and expensive, Kilpatrick's Mathison said. While an
outcome where U.S. IP rights are permanently disregarded in Russia could make patent
prosecution a huge waste of money now, if the war ends in a regime change, those patents are

extremely important, he said.

No matter how the war ends, Russia's place in the |P landscape has been altered. For example, as
companies pull out of Russia, many have instead been building up their business in Ukraine.

Kyiv-based Popov said that since the war began, large companies have been reaching out to
Ukrainian law firms, either because they no longer have counsel in Russia or because they don't

want to work with them.

Lisovenko said that over the last five years, Rospatent — as Russia's patent and trademark office is
known — has reported that 30% of its patent applications have come from foreign companies,
and 20% to 25% of those have been from the U.S. He said the U.S. is the most active foreign user

of Russia's IP system.
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4 Questions For Cos. Seeking To Recover Value Of Russian IP

Law360 (April 7, 2022, 1:13 PM EDT) -- The Russian Federation is
threatening to effectively nationalize the patents, trademarks, copyrights
and other intellectual property assets of foreign investors from countries
that have imposed sanctions on Russia.

Companies with affected Russian IP may be able to recover the value of
their assets by bringing international arbitration claims under Russia's
bilateral investment treaties.

In evaluating the benefits and costs of IP-related investment claims against
Russia, companies should evaluate four key questions: (1) whether their
assets are protected by an investment treaty; (2) whether they can show
that their losses were caused by Russian government measures; (3) how
they will be able to quantify, prove and collect damages; and (4) whether

they need to take any immediate action to preserve the possibility of a
future claim.
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4 Questions For Cos. Seeking To Recover Value Of Russian IP

1. Are my company's IP assets in Russia protected by an investment treaty?

|P assets are likely to be protected under Russia's investment treaties, so long as the IP rights are

held by or through companies from jurisdictions that benefit from treaty protection.

Many of Russia's bilateral investment treaties expressly define IP as a protected asset, and there is

a track record of investment tribunals considering claims relating to IP.

|P licenses and unregistered IP may also qualify for treaty protection.

To benefit from treaty protection and enforce it, IP has to be held directly or indirectly by a
company that is from a country that maintains an investment treaty with Russia, and the

investment treaty has to include a dispute resolution clause that extends to pertinent categories

of investment claims.

Russia maintains relevant investment treaties with several European countries, as well as Canada,

Japan, South Korea and Ukraine, among others.

There is no Russia-U.S. investment treaty, but U.S. firms should consider whether their Russian IP

is held through foreign subsidiaries that do benefit from treaty protection.

2. Can | show that my company's losses were caused by the Russian government?

Russia may seek to defend against investment claims by arguing that it revoked an investor's IP in

a manner that was consistent with preexisting Russian law.

For example, if an investor does not make routine maintenance payments or otherwise take
necessary steps to preserve its IP rights, that might be used against the investor in any future

investment case, with Russia arguing that the investor's losses were caused by its own inaction.

Exceptions to sanctions regimes may ultimately allow for investors to make routine maintenance
payments, but investors will still need to consider whether the steps necessary to maintain IP are
consistent with their legal obligations, their ethics and compliance policies, and any public

commitments they have made on exiting the Russian market.

Investors will also need to consider whether such steps are practically viable, if banks and other

intermediaries have suspended operations in Russia.
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4 Questions For Cos. Seeking To Recover Value Of Russian IP

3. How will damages be quantified, and will they be collectible?

In other disputes, Russia has sought to undervalue expropriated assets for damages purposes by

pointing to the immediate political and economic climate at the time of the expropriation.

Companies should consider taking steps to preserve documentation that reflects the full, long-
term value of their IP assets in Russia — including, for example, preserving contemporaneous
reports and forecasts relating to the economic performance of the businesses to which the IP

relates.

Companies that are withdrawing from Russia should also consider whether they would have had
the ability to sell their IP to others, or to otherwise derive economic value from their Russian IP, in

light of their plans to withdraw.

An award for damages under Russia's investment treaties is likely to be enforceable in a similar
manner to any other international arbitration award. In other words, it should be recognized and

enforced against Russian assets in a wide range of international jurisdictions.

Tracing and identifying nonimmune Russian government assets can be a complex process, but

investors may also be able to monetize their awards in other ways.

For example, companies can assess whether an award, or the economic value of an award, can be

sold to a party that specializes in asset recovery and judgment enforcement.

4. Does my company need to decide on a claim now — and if not, what steps should | take today?

Investors likely do not need to make a final decision on whether to bring an investment claim

today, or any time in the immediate future.

However, investors that may seriously consider a future claim should take steps now to preserve

their position.

Among other things, investors can:

« Evaluate whether their Russian IP is held by or through companies from countries that have

relevant investment treaties in place with Russia;

« Assess whether they may need documents or other evidence that is physically located in

Russia, and if so, take steps to preserve copies of such evidence outside of Russia; and

« Consider the procedural requirements of the relevant investment treaties, which may include
election of remedy clauses or waiting period provisions that require advance planning, as well

as limitation periods that investors can use to set internal decision-making deadlines.

Investment arbitration involves different procedural and evidentiary standards from domestic

litigation, and focused advance planning can help lay the foundations for a successful claim.
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A To-Do List For New USPTO Director Kathi Vidal

Law360 (April 6, 2022, 10:21 PM EDT)

PTAB Denials

The PTAB's so-called Fintiv policy, which was put in place by former director Andrei lancu and
allows the board to use its discretion to refuse to review patents if there is an upcoming trial in
district court, has become a lightning rod, generating litigation, debate and more than 800 public
comments.

One of the most closely watched decisions Vidal will make as the new director is whether to
maintain the policy, as patent owners have advocated for, revise it or abolish it, as patent
challengers are seeking. Those on both sides made their case Wednesday.

Since the office sought public comments at the end of 2020, the rules "have only become more
chaotic and unpredictable," he said. "It is basically impossible these days to know, when you're
filing an [inter partes review] petition, whether that petition will be considered on the merits."

f(a* LexisNexis

_

During her nomination process, Vidal was asked repeatedly whether she would reverse the NHK-
Fintiv rule — derived from the Patent Trial and Appeal Board's decisions in NHK Spring Co. Ltd v.
Intri-Plex Technologies Inc. in 2018 and Apple Inc. v. Fintiv Inc. in 2020 — that was instituted by
the previous USPTO director.

This rule, which never actually went through the required rulemaking process for public comment,
as required by law, instructs the PTAB to deny a request to examine the validity of a low-quality
patent through the inter partes review process if parallel litigation related to the dispute is already
in progress in federal district court.

The NHK-Fintiv rule has unquestionably tilted the playing field in favor of patent trolls at the
expense of America's innovators and job creators. Since it was implemented, abusive patent
litigation has risen by more than a third, forcing countless American companies to cut their
research and development budgets in order to defend themselves against frivolous lawsuits —
often asserted in far-flung locations, such as Waco, Texas.
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A To-Do List For New USPTO Director Kathi Vidal

Law360 (April 6, 2022, 10:21 PM EDT)

Director Reviews

During the 14-month interlude when there has not been an official director of the patent office,
the U.S. Supreme Court gave the position more power in its U.S. v. Arthrex decision, which held

that the director can review and overturn PTAB decisions.

The agency's interim director, commissioner for patents Drew Hirshfeld, has been conducting
those reviews, which has led to disputes over whether that is legally permissible. But with Vidal
officially in place, attorneys will be watching how she wields the power granted by the justices.

While it may not be used often, "the Arthrex authority is potentially a means to implement
substantive changes at PTAB," said Nicholas Matich of McKool Smith, who was the USPTQ's

acting general counsel in 2020.

"She can take up any case and issue a decision in her own name saying this is how this issue
should come out,” which could then be binding on the board's judges going forward, he noted.

Patent Eligibility

The perennially contentious state of the law on what types of inventions are eligible for patenting
under Section 101 of the Patent Act drew more than 100 sharply divided comments to the
USPTO last fall. Vidal now has an opportunity to put her own stamp on how the office handles

the issue.

Since Vidal has on-the-ground experience seeing how disputes over patent eligibility play out in
litigation, she can bring a unique perspective to how the USPTO puts out guidance on the issue

going forward, said lan Blum of Cozen O'Connor.

"We as attorneys need a lot of clarification on how the patent office is going to be handling 101
Issues,” he said. "It'll be interesting to see what she will bring to the table as a litigator.”

The USPTO itself can only implement guidance on how examiners can apply the law and court
decisions, but the director is in a position to help shape policy on patent eligibility more broadly.

"Director Vidal appears to have made a commitment to work with Congress on 101 reform, and
that is a good thing," Matal of Haynes and Boone said. "The director could play an important role

in assisting Congress and helping to achieve consensus on this complex issue.”
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NFT Suits May Blaze New Trail For Trademark Law

Law360 (April 6, 2022, 12:01 PM EDT)

With the increasing popularity of NFTs, unique digital assets that are stored on a blockchain and
can be bought and sold, a spate of intellectual property suits has followed. These cases are
expected to further define what NFTs are exactly and could test whether trademark protection
extends into the metaverse, some attorneys say.

Of those newly filed suits, Nike brought an action in February, alleging online reseller StockX
LLC's collection of NFTs, known as The Vault, is composed almost entirely of unauthorized images
of Nike's shoes. U.S. District Judge Valerie E. Caproni will weigh StockX's argument that it's
making fair use of Nike's images. StockX is also arguing it's entitled to use the images under the
first sale doctrine, which allows buyers of trademarked goods to display and sell them under their
original trademarks.

The Nike suit could be the first to decide not only whether NFTs can infringe trademarks on
physical goods, but also if an NFT is the actual underlying image or just the code a purchaser
obtains, according to Alston & Bird senior associate Daniel Dubin.

If it's just a code, it can be likened to a receipt or proof of ownership of the underlying blockchain
token, which is what StockX is arguing it amounts to.

"If it's just that, it's hard to imagine that a receipt can infringe intellectual property,” Dubin said,
noting that NFTs also come with the underlying image. "If the NFT is both proof of ownership and
the underlying image, then the underlying image can likely infringe."

Such a ruling could spur "a flood of litigation," according to Dubin, with trademark owners like
Nike empowered to enforce their trademark rights against NFT minters and Web3 creators that
incorporate their intellectual property.

"It also means that the digital images of NFTs could themselves be protected by trademark rights,
thereby creating a new form of protection for NFT creators," Dubin said.

"If a plaintiff asks for these NFTs to be destroyed, | don't know how a court is going to enforce
that kind of request, because NFTs can't be destroyed," Estoesta said. "That's something the

current framework is lacking. | don't know what avenues courts have to enforce that."

There's a process called "burning" that can potentially eliminate NFTs from the market by
rendering them unusable in the future, but the process can be carried out in different ways, so
there doesn't appear to be a set definition currently for what it entails, according to Estoesta.
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Hermes Fights To Keep 'MetaBirkin' NFT Suit In Play

Law360 (April 5, 2022, 10:33 PM EDT) -- A Los Angeles designer's nonfungible token series
called "MetaBirkins" is not merely a metaverse experiment, but rather a trademark infringement

of the Hermes Birkin bag, the luxury brand told a New York federal court.

Hermes International and Hermes of Paris Inc. urged the court on Monday to keep their
trademark infringement suit against designer and artist Mason Rothschild in play. The iconic

fashion company called Rothschild's motion to dismiss the case "a diversion" and slammed

Rothschild as "an opportunistic infringer."

Rothschild started selling the MetaBirkins series online last year. Each MetaBirkin is a digital
image of a handbag. Many of them are fur-covered, although one "Baby Birkin" piece consists of

"a 40-week-old fetus on top of a transparent version of a Birkin bag," according to the complaint.

The images are sold using nonfungible token technology, or NFTs, which are digital tokens used to

demonstrate and transfer ownership of an item. As of early January, total sales volume had

topped $1.1 million, according to court filings.

The case is Hermes International et al. v. Mason Rothschild, case number 1:22-cv-00384, in the

U.S. District Court for the Southern District of New York.

'
R

The Hermes brand says the total volume in sales for the allegedly
counterfeit "MetaBirkins" has already surpassed $1.1 million.

(Source: Court documents)
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NFT Due Diligence Lessons From Recent Cases

Law360 (April 12,2022, 7:22 PM EDT)

Key Questions for Future NFT Diligence

The cases described above highlight some important issues to consider when conducting a due « Does use of the asset in the manner contemplated by the seller infringe or misappropriate
diligence on the purchase and sale of an NFT, including the following: any third-party intellectual property rights? In other words, can the buyer of the NFT make
use of the NFT without infringing on a third party's IP rights?
« What is the asset underlying the NFT? Does the seller own the artwork, video clip, shares,
copyright, contract rights, or physical goods that underlie the NFT and give it value? « Will the buyer of the NFT have the rights to police use of the underlying asset? Can the buyer
pursue claims for infringement against third parties who may be viewing or copying the asset
« |Is there a terms of use, contract, or other document that conveys the underlying asset or without the buyer's consent?
grants licenses or other legal rights in the NFT?
« Does the NFT have a metaverse use case? If so, is use in the metaverse included or excluded
» Do the marketing materials for the NFT correctly describe the asset? Do the terms of use for from the rights granted by the seller?

the NFT match the marketing materials?

» What does the seller claim the buyer of the NFT will be able to do with the asset that
underlies the NFT? Will the NFT transaction transfer ownership of the asset, grant the buyer
exclusive or non-exclusive license rights to the asset, or grant the buyer the right to collect
rents or royalties from third parties who use the asset?

Stuart Irvin is of counsel, and Phillip Hill and Dallin Earl are associates, at Covington & Burling LLP.
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NFT Strategies for Corporations

Unauthorized NFTs based on another party’s intellectual property are an important growing factor in the marketplace. If a client's intellectual

property is implicated, its business may be pulled into this new world, regardless of its desire to be there.

To avoid conflicts related to NFTs, counsel should make sure clients have the necessary rights to the content that they intend to use in NFTs,

should seek protection for content they intend to exploit through NFTs in the future, and should monitor NFT platforms for intellectual property

infringement.

+ Clear intellectual property rights for NFTs with existing content. Make sure that clients have the necessary rights to the content that
they intend to use in NFTs. Be aware that copyright ownership may not be sufficient because some rights may be licensed to third parties. If
the rights in the NFT content are owned by third parties, ensure that the license is sufficiently broad to cover the development and licensing
of NFTs. Content, particularly videos, may include copyright rights in the video, music, and background art (such as street art) that each need

to be cleared. For a discussion of rights clearance, see Rights Clearance. For a related checklist, see Rights Clearance Checklist.

* Prepare for the future. The market for NFTs is likely to increase in the future. Ensure that clients obtain the rights in newly acquired
content in order to be poised to exploit it through NFTs. Practitioners should also recommend that clients protect their brands in the new
categories represented by NFTs by registering their trademarks in the appropriate trademark classes. For more on trademark registration, see

Trademark Registration and Maintenance Resource Kit.

+* Monitor NFT platforms for intellectual property infringement. The NFT market is young and many participants are casual about
intellectual property rights. Some participants are willing to misappropriate the rights of others for quick financial gain. Make sure that clients
are monitoring the major platforms, such as OpenSea, Crypto.com, Binance, Rarible, Enjin, and Nifty Gateway. In addition, many large

companies such as Coinbase and Kraken have announced their intention to open NFT marketplaces.



LexisNexis £ L HFXE

b
HHHER

A E I R AR

EBZRE

A B HE EREEH N




LexisNexis £ L HFXE

Lexis Advance®
Hong Kong

_— Practical

éunse"-"> Guidance
@

<Courtlinl<> <LAW3@)

lex

a LexisNexis company




B ERA

\
&

Paad

o @ o O LexisNexis Hong Kong & Taiwan

This presentation is provided for reference purposes only and is not intended, nor should it be used, as a substitute for professional advice or judgment or to provide legal advice with
respect to specific circumstances. If you require any legal advice or other expert assistance, please consult a competent professional adviser.

+886-2-2522-5961

https://www.lexisnexis.com.tw support.tw@Ilexis

Any other use or disclosure in whole or in part of this presentation without the express written permission of LexisNexis Hong Kong is prohibited.
Copyright 2022 LexisNexis, a division of RELX (Greater China) Limited. All rights reserved.



